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DETAILED ACTION 

Election/Restrictions 
1. Applicant's election with traverse of claims 1-18 in the reply filed on 07/09/2007 is 
acknowledged. The traversal is on the ground(s) that the office has not provided enough 
reason and/or example to support the restriction requirement. The applicant argues that 
Group I and Groups II and IV are not distinct and that the examiner has not provided 
enough evidence to support the restriction. The examiner does not find this argument 
persuasive because the method does not require the magnet to be fixed in the object. 
The specification discloses an embodiment wherein the magnet is moved within the 
object by an insertion rod. Therefore the apparatus is capable of being used in a 
method wherein the magnet is moved within the tube as discussed by the examiner in 
the restriction requirement. The applicant argues that Group III and Groups II and IV are 
not distinct and that the examiner has not provided enough evidence to support the 
restriction. The examiner does not find this argument persuasive because the method 
does not require the magnet to be fixed in the object. The specification discloses an 
embodiment wherein the magnet is moved within the object by an insertion rod. 
Therefore the apparatus is capable of being used in a method wherein the magnet is 
moved within the tube as discussed by the examiner in the restriction requirement. Also, 
the examiner would like to note the method of Group IV does not require all the 
structural components of the apparatus of Group III, i.e. the sensor comprising an 
elliptical array of four pairs of sensors. The applicant argues that Group I and Group III 
are not distinct because the sensor comprising an elliptical array of for pairs of sensors 
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is an obvious variation of Group I. Since the applicant has admitted that Group III is an 
obvious variant of Group I the examiner will examiner Group I and Group III, directed to 
claims 1-18 and claims 34-55. 

The restriction requirement is still deemed proper and therefore made FINAL. 
Claims 19-33 and 56-66 have been withdrawn from further consideration. 

Drawings 

2. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the targeting device 
wherein the screw openings are oblique interlocking screw openings (claims 17 and 36) 
and the device comprising two displays (claims 10, 13, 14, 49, 54, and 55) must be 
shown or the feature(s) canceled from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
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Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Objections 

3. Claim 34 is objected to because of the following informalities: claim 34 
states,... the orientation of the sensing means. The examiner believes this should 
read,. ..the orientation of the sensor. Appropriate correction is required. 

4. Claims 47 and 48 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. Claim 47 states 
the sensor includes at least one sensor and claim 48 states the sensor includes at least 
one pair of sensors. Claim 34 states that the sensor included for pair of sensors. 
Therefore, the examiner believes claims 47 and 48 fail to further limit the claims. The 
examiner will treat the claims wherein the sensors are part of the elliptical array of 4 
pairs of sensors as stated in claim 34. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

6. Claims 10, 13, 14, 47-49, 54, and 55 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
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contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. Claims 1 and 34 state 
the device comprises a target including a display. Claims 10 and 49 state the sensor 
further comprises a display, which would make the device have two separate displays. 
Claims 13, 14, 54, and 55 state the device target comprises a readable display 
comprising LEDs, which would make the device have two separate displays. The 
examiner is unable to find a written description of an embodiment comprising two 
displays nor is any such embodiment shown in the Figures. The examiner will interpret 
the claims wherein the device comprises only one display capable of displaying the 
sensors in relation to the magnet and further comprising LEDs. 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claims 1, 15-18, and 34-36 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

There exists an inconsistency between the language of claim 1 and that of the 
claim 15 dependent thereon, thus making the scope of the claim unclear. In the 
preamble of claim 1 , line 1 , applicant recites "A targeting device" with the hollow object 
being only functionally recited, i.e. "for detecting a location and position within a hollow 
object...", thus indicating that the claim is directed to the subcombination, "A targeting 
device". However, in claim 15, lines 1-3, applicant positively recites the hollow object as 
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part of the invention, i.e. "wherein the hollow object is an intramedullary nail...", thus 
indicating that the combination, targeting device and a hollow object, is being claimed. 
As such, it is unclear whether applicant intends to claims the subcombination or 
combination. Applicant is hereby required to indicate to which, combination or 
subcombination, the claims are intended to be directed, and amend the claims such that 
the language thereof is consistent with this intent. For examination purposes claims 15- 
18 will be considered as being drawn to the combination, targeting device and a hollow 
object. 

There exists an inconsistency between the language of claim 34 and that of the 
claims 35 and 36 dependent thereon, thus making the scope of the claim unclear. In the 
preamble of claim 34, line 1 , applicant recites "A targeting device" with the screw 
openings being only functionally recited, i.e. "for detecting screw openings within an 
intramedullary nail...", thus indicating that the claim is directed to the subcombination, 
"A targeting device". However, in claims 35 and 36, lines 1-2, applicant positively recites 
the screw openings of the intramedullary nail as part of the invention, i.e. "wherein the 
screw openings...", thus indicating that the combination, targeting device and the 
intramedullary nail having screw openings, is being claimed. As such, it is unclear 
whether applicant intends to claims the subcombination or combination. Applicant is 
hereby required to indicate to which, combination or subcombination, the claims are 
intended to be directed, and amend the claims such that the language thereof is 
consistent with this intent. For examination purposes claims 35 and 36 will be 
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considered as being drawn to the combination, targeting device and the intramedullary 
nail having screw openings. 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

10. Claims 1-6, 8-10, 13, 15, 16, and 18 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Govari (U.S. Publication 2005/0080427). 

Regarding claim 1 , Govari discloses a device comprising hollow object with an 
opening, a magnet, and a target. The magnet having a three-dimensional orientation on 
the x, y, and z axis capable of being placed within the opening of the hollow object and 
providing a directional field. The target includes a sensor capable of sensing the three- 
dimensional orientation of the magnet and a display capable of displaying the three- 
dimensional orientation of the magnet. Regarding claim 2, Govari discloses a device 
wherein the magnet generates a magnetic field of sufficient strength capable of being 
sensed by the sensor of the targeting device. Regarding claim 3, Govari discloses a 
device wherein the magnetic field in non-uniform. Regarding claim 4, Govari discloses a 
device wherein the magnetic field is non-circular and is capable of allowing the sensor 
to distinguish rotation about the z-axis and recognize flux lines perpendicular from the 
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magnet to indicate the position of the magnet. Regarding claim 5, Govari discloses a 
device wherein the magnet is cylindrical in shape. Regarding claim 6; Govari discloses 
a device wherein the magnet has a diameter less than about 4 mm. Regarding claim 8, 
Govari discloses a device wherein the sensor comprises at least one sensor capable of 
detecting the flux lines of the magnet. Regarding claim 9, Govari discloses a device 
wherein the sensor comprises an array of sensors capable of detecting the magnetic 
flux lines of the magnet. Regarding claim 10, Govari discloses a device wherein the 
device includes a display capable of being read by the surgeon. Regarding claim 13, 
Govari discloses a device wherein the display is capable of displaying the relationship 
between the sensors and the magnet. Regarding claim 15, Govari discloses a device 
wherein the hollow object is an intramedullary nail having a longitudinal opening and 
screw openings. Regarding claim 16, Govari discloses a device wherein the screw 
openings are transverse interlocking screw openings. Regarding claim 18, Govari 
discloses a device further comprising at least one drill sleeve capable of receiving and 
aligning a drill bit on an interlocking transverse screw opening. 

Claim Rejections - 35 USC § 103 
1 1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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12. Claims 11, 12, 34, 35, and 37-53 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Govari (U.S. Publication 2005/0080427) in view of Admission 
(Applicant's Arguments/Response received on 07/09/2007). 

Regarding claim 34, Govari discloses a device comprising an intramedullary nail 
having a longitudinal opening and screw openings, a magnet capable of being 
positioned within the longitudinal opening of the intramedullary nail, and a target. The 
magnet includes a three-dimensional orientation on the x, y, and z axis and is capable 
of providing a directional field. The target includes a sensor capable of sensing the 
three-dimensional orientation of the magnet and a display capable of displaying the 
orientation of the sensor. Regarding claim 35, Govari discloses a device wherein the 
screw openings are transverse interlocking screw openings. Regarding claim 37, Govari 
discloses a device further comprising at least one drill sleeve capable of receiving and 
aligning a drill bit on a interlocking transverse screw opening.* Regarding claim 38, 
Govari discloses a device wherein the intramedullary nail includes a first and a second 
transverse screw openings. Regarding claim 40, Govari discloses a device wherein the 
magnet is fixedly positioned within the intramedullary nail at a discrete position adjacent 
to the transverse interlocking screw opening. Regarding claim 41, Govari discloses a 
device wherein the magnet is positioned on an insertion rod capable of positioning the 
magnet within the intramedullary nail to a discrete position proximal to the transverse 
interlocking screw opening. Regarding claim 42, Govari discloses a device wherein the 
magnet is capable of generating a flux field sufficient to be sensed by the sensor of the 
target device. Regarding claim 43, Govari discloses a device wherein the magnetic field 



Application/Control Number: 10/679,166 Page 10 

Art Unit: 3733 

is non-uniform. Regarding claim 45, Govari discloses a device wherein the magnet is 
cylindrical in shape and has a diameter less than about 4 mm. Regarding claim 47, 
Govari discloses a device wherein the sensor comprising at least one sensor capable of 
detecting the magnetic flux lines of the magnet. Regarding claim 48, Govari discloses a 
device wherein the sensor comprises at least one pair of sensors capable of detecting 
the magnetic flux lines of the magnet. Regarding claim 49, Govari discloses a device 
wherein the target includes a display. Regarding claim 50, Govari discloses a device 
further comprising a handle holding the sensor and the drill sleeve. Regarding claims 12 
and 53, Govari discloses a device wherein the sensors are capable of sensing different 
outputs between the sensors relative to the different spatial positions of each sensor 
from the magnet. Regarding claims 1 1 and 34, Govari fails to disclose the device 
wherein the sensor comprising an elliptical array of four pairs of sensors. The applicant 
admitted in the applicant's arguments/response received on 07/09/2007 that the sensor 
comprising an elliptical array of four pairs of sensors is an obvious variation to the 
device (page 1 lines 16-28). It would have been obvious to one having ordinary skill in 
the art at the time the invention was made to manufacture the device of Govari wherein 
the sensor comprises an elliptical array of four pairs of sensors in view of the applicants 
own admission of obviousness. 

Regarding claim 39, the combination of Govari and Admission disclose the 
invention as claimed except for the device comprising two drill sleeves capable of 
receiving and aligning a drill bit on each of the first and second transverse screw 
openings. It would have been obvious to one having ordinary skill in the art at the time 
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the invention was made to manufacture the device of Govari modified by Admission 
further comprising a second drill sleeve, since it has been held that mere duplication of 
the essential working parts of a device involves only routine skill in the art. St. Regis 
Paper Co. v. Bemis Co., 193 US PQ 8. 

Regarding claim 44, the combination of Govari and Admission disclose the 
invention as claimed except for the magnetic field being capable of being sensed by the 
sensor at a distance of about 10 cm. It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to manufacture the device of Govari 
modified by Admission wherein the magnetic field is capable of being sensed by the 
sensor at a distance of about 10 cm, since it has been held that discovering an optimum 
value of a result effective variable involves only routine skill in the art. In re Boesch, 617 
F.2d 272, 205 USPQ 215 (CCPA 1980). 

Regarding claims 7 and 46, the combination of Govari and Admission disclose a 
device wherein the magnet is polarized perpendicular to the long axis. The combination 
of Govari and Admission fail to disclose the magnet being made from Neodymium Iron 
Boron. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made manufacture the device of Govari modified by Admission wherein 
the magnet is made from Neodymium Iron Boron, since it has been held to be within the 
general skill of a worker in the art to select a known material on the basis of its suitability 
for the intended use as a matter of obvious design choice. In re Leshin, 125 USPQ 416. 
13. Claims 17 and 36 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Govari (U.S. Publication 2005/0080427) in view of Admission (Applicant's 
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Arguments/Response received on 07/09/2007) further in view of Faccioli (U.S. Patent 
6,126,661). 

Regarding claims 17 and 36, the combination of Govari and Admission disclose 
the invention as claimed except for the screw openings being oblique interlocking screw 
openings. Faccioli teaches a device comprising an intramedullary nail comprising 
oblique interlocking screw openings in order to prevent the exit of the screws (column 3 
lines 20-21). It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to manufacture the device of Govari modified by 
Admission wherein the screw openings are oblique interlocking screw openings in view 
of Faccioli in order to prevent the exit of the screws. 
14. Claims 14, 54, and 55 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Govari (U.S. Publication 2005/0080427) in view of Admission 
(Applicants Arguments/Response received on 07/09/2007) further in view of Rona (U.S. 
Patent 5,584,838). 

Regarding claims 14, 54, and 55, the combination of Govari and Admission 
disclose a device comprising a display comprising a readable screen capable of 
showing the alignment of the sensors relative to the magnet. Rona teaches a device 
comprising a display comprising several LEDs that are activated or inactivated to show 
the alignment of sensors relative to a magnet. Because both the combination of Govari 
and Admission and Rona teach a device comprising a display capable of showing the 
alignment of the sensors relative to a magnet it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to substitute one display for 
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the other to achieve the predictable result of showing the alignment of the sensors 
relative to a magnet. 

Conclusion 

15. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See PTO-892 for cited references the examiner felt were relevant 
to the application. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nicholas Woodall whose telephone number is 571-272- 
5204. The examiner can normally be reached on Monday to Friday 8:00 to 5:30 EST.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on 571-272-4719. The fax phone number , 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




